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DETAILED ACTION 



Claim Rejections - 35 JJSC §112 



The following is a quotation of the second paragraph of 35 U.S. C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 20-21 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which appUcant regards as 
the invention. The term "said transaction information" lacks antecedent basis. 



Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 



Claims 1-64 are rejected under 35 U.S.C. 101 because the claimed method for referring 
postings does not recite a useful, concrete and tangible result under In re Alappat, 3 1 USPQ2d 
1545 (Fed. Cir. 1994) and State Street Bank & Trust Co. v. Signature Financial Group Inc., 47 
USPQ2d 1596 (Fed. Cir. 1998). The independently claimed steps of receiving information 
relating to a first transaction; determining a benefit, said benefit based at least in part on said 
information; determining a price for said benefit; and applying said benefit during a second 
transaction, are abstract ideas which can be performed mentally without interaction of a physical 
structure or are mere data storage devices that do not implement a useful, concrete and tangible 
result of a machine. Because the independently claimed invention is directed to an abstract idea 
which does not produce a useful, concrete and tangible result, those claims and claims depending 
from them, are not permitted under 35 USC 101 as being related to non-statutory subject matter. 
However, in order to consider those claims in light of the prior art, examiner will assume that 
those claims recite statutorily permitted subject matter. 



Claim Rejections - 35 USC § 101 



35 U.S.C. 101 reads as follows: 
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Claim Rejections - 35 USC § 102 



The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this OflFice action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 



The changes made to 35 U.S.C. 102(e) by the American Inventors Protection Act of 1999 
(AIPA) do not apply to the examination of this application as the application being examined 
was not (1) filed on or after November 29, 2000, or (2) voluntarily published under 35 U.S.C. 
122(b). Therefore, this application is examined under 35 U.S.C. 102(e) prior to the amendment 



Claims 1-4, 6-9, 11-23, 28-29, 30-33, 35-38, 40-44, 46 and 47-80 are rejected under 35 
U.S.C. 102(e) as being anticipated by Williams (US 2002/0049631). 

Williams teaches a method, system and computer readable medium for providing 
purchasing incentives to a plurality of retail store environments, comprising: 

As per claims 1, 13-15, 18-22, 30, 46-50, 52-57 and 65-69, 

- receiving information relating to a first transaction (Abstract; [0020]; [0047] through 



- determining a benefit, said benefit based at least in part on said information (Abstract; 
[0013] through [0015]; [0020] through [0022]; [0037] through [0039]); 

- determining a price for said benefit (Abstract; [0037]); and 

- applying said benefit during a second transaction (Abstract; [0063]). 



by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 



[0055]); 
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As per claims 2 and 32, said method, system and computer readable medium, further 
comprising at least one of the following: retrieving benefit information; offering said benefit for 
sale at said price; receiving an indication of a purchase of said benefit; and receiving an 
indication of a customer's agreement to purchase said benefit (Abstract; [0021] through [0024]; 
[0037] through [0039]). 

As per claims 3 and 33, said method, system and computer readable medium, further 
comprising at least one of the following: determining an available subsidy; receiving a subsidy 
amount; and determining a margin between a price and a subsidy amount ([0039]; [0040]; 
[0051]; [0052]). 

As per claims 4 and 31, said method, system and computer readable medium, further 
comprising: 

- verifying usability of said benefit during said second transaction ([0013] through 
[0015]; [0020] through [0022]; [0037] through [0039]). 

As per claims 6 and 35, said method, system and computer readable medium, further 
comprising at least one of the following: establishing a condition on said benefit; determining a 
condition associated with said benefit; and providing an indication of a condition associated with 
said benefit ([0020] through [0022]). 

As per claims 7 and 36, said method, system and computer readable medium, further 
comprising at least one of the following: receiving an indication of a receiver of said benefit; 
canceling said benefit; changing said benefit; and redeeming said benefit ([0020] through 
[0022]). 
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As per claims 8 and 37, said method, system and computer readable medium, further 
comprising at least one of the following: receiving a customer identifier; receiving a group 
identifier; receiving a customer device identifier; receiving a payment identifier; receiving a 
retailer identifier; receiving a benefit identifier; receiving a service identifier; and receiving a 
product identifier (Abstract; [0012]; [0020] through [0027]; [0031] through [0035]). 

As per claims 9, 19 and 38, said method, system and computer readable medium, further 
comprising at least one of the following: redeeming a previously determined benefit; receiving a 
request to redeem said benefit; aggregating said benefit with a previously determined benefit 
([0006]; [0019]; [0022]). 

As per claims 11-12 and 40, said method, system and computer readable medium, further 
comprising: providing a list of at least two benefits; receiving an indication of a selection of one 
of said at least two benefits; receiving an indication of at least one person to whom said benefit is 
to be provided (Abstract; [0014]; [0021] through [0024]; [0037] through [0039]). 

As per claims 16-17 and 42-44, said method, system and computer readable medium, 
further comprising: 

- receiving an indication of a completion of said qualifying action ([0021]; [0022]; 
[0024]; [0038]); 

- providing said benefit after receiving said indication ([0021]; [0022]; [0024]; [0038]); 

- arranging for said benefit to be provided after receiving said indication ([0021]; [0022]; 
[0024]; [0038]). 

As per claim 23, said method, system and computer readable medium, wherein said 
benefit is based at least in part on at least one of the following: a customer identifier; a group 
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identifier; -a benefit identifier; preference information for a customer; credit history of a 
customer; a characteristic of a customer; customer demographic information; a history of a 
customer at a retailer; information regarding a customer's brand loyalty; information regarding a 
customer's brand indifference; a product; a service; a previously determined benefit; a previously 
determined but unredeemed benefit; a previously determined price for a previously determined 
benefit; a total of a plurality of previously determined benefits; a quantity of a product in 
inventory; a subsidy amount; brand-loyalty of a customer; brand-indifference of a customer; an 
amount of change due a customer as a result of said transaction; product quantity information; a 
price for a collection of products; a price for a collection of services; a price for a product; and a 
price for a service (Abstract; [0037]). 

As per claim 28, said method, system and computer readable medium, wherein said 
benefit cannot be applied during said first transaction ([0022]). 

As per claim 29, said method, system and computer readable medium, wherein said price 
determined for said benefit is zero (Abstract; [0037]). 

As per claim 51, said method, system and computer readable medium, comprising: 

- receiving information relating to a first transaction (Abstract; [0020]; [0047] through 
[0055]); 

- determining a benefit, said benefit based at least in part on said information and having 
an associated price (Abstract; [0013] through [0015]; [0020] through [0022]; [0037] through 
[0039]); 

- providing said benefit at said price during said first transaction (Abstract; [0037]); and 
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- applying said benefit during a second transaction, wherein said benefit is applicable by 
a customer during said second transaction only if said customer has completed a qualifying 
action associated with said benefit (Abstract; [0038]; [0063]). 

As per claim 58, said method, system and computer readable medium, comprising: 

- determining a benefit identifier (Abstract; [0013] through [0015]; [0020] through 
[0022]; [0037] through [0039]); 

- retrieving benefit information associated with said benefit identifier (Abstract; [0037] 
through [0039]); 

- verifying usability of said benefit during a transaction ([0013] through [0015]; [0020] 
through [0022]; [0037] through [0039]); and 

-applying said benefit during said transaction ([0063]). 

As per claims 59-62, said method, system and computer readable medium, comprising: 

- determining at least one product being purchased by a customer during a first 
transaction (Abstract; [0020]; [0047] through [0055]); 

- determining a price for said at least one product being purchased during said first 
transaction (Abstract; [0020]; [0047] through [0055]); 

- offering said customer an opportunity to purchase said at least one product during a 
second transaction at said price (Abstract; [0021] through [0024]; [0037] through [0039]); 

" receiving an acceptance of said offer fi-om said customer (Abstract; [0021] through 
[0024]; [0037] through [0039]); 

- allowing said customer to purchase said product during said second transaction for said 
price (Abstract; [0021] through [0024]; [0037] through [0039]; [0063]). 
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- providing said customer a benefit identifier associated with said at least one product 
(Abstract; [0013] through [0015]; [0020] through [0022]; [0037] through [0039]); 

- receiving said benefit identifier during said second transaction (Abstract; [0012]; [0013] 
through [0015]; [0020] through [0027]; [0031] through [0039]); 

- determining a benefit based on said benefit identifier (Abstract; [0013] through [0015]; 
[0020] through [0022]; [0037] through [0039]). 

As per claims 63-64, said method, system and computer readable medium, comprising: 

- determining at least one product being purchased by a customer during a first 
transaction (Abstract; [0020]; [0047] through [0055]); 

- determining a price for said at least one product being purchased during said first 
transaction (Abstract; [0020]; [0047] through [0055]); 

- providing said customer a benefit during said first transaction, wherein said benefit 
allows said to purchase said at least one product during a second transaction at said price 
(Abstract; [0013] through [0015]; [0020] through [0022]; [0037] through [0039]); and 

- allowing said customer to purchase said product during said second transaction for said 
price (Abstract; [0021] through [0024]; [0037] through [0039]; [0063]). 

As per claims 70-71, said method, system and computer readable medium, comprising: 

- computer readable means for obtaining transaction information (Abstract; [0020]; 
[0047] through [0055]); 

- computer readable means for identifying a benefit and a quahfying action associated 
with said benefit, said benefit based at least in part on said transaction information (Abstract; 
[0013] through [0015]; [0020] through [0022]; [0037] through [0039]); 
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- computer readable means for identifying a price for said benefit (Abstract; [0037]); 

- computer readable means for providing said benefit for sale at said price (Abstract; 
[0037] through [0039]); and 

- computer readable means for using said benefit during a new transaction (Abstract; 
[0021] through [0024]; [0037] through [0039]; [0063]). 

As per claims 72, 76 and 80, said method, system and computer readable medium, 
comprising: 

- means for obtaining transaction information (Abstract; [0020]; [0047] through [0055]); 

- means for identifying a benefit and a qualifying action associated with said benefit, said 
benefit based at least in part on said transaction information (Abstract; [0013] through [0015]; 
[0020] through [0022]; [0037] through [0039]); 

- means for identifying a price for said benefit (Abstract; [0037]); 

- means for providing said benefit for sale at said price; and means for using said benefit 
during a new transaction (Abstract; [0021] through [0024]; [0037] through [0039]; [0063]). 

As per claims 73-77, said method, system and computer readable medium, comprising a 
memory, a communication port, and a processor connected to said memory and said 
communication port, said processor being operative to: 

- receive information associated with a first transaction (Abstract; [0020]; [0047] through 
[0055]); 

- establish a benefit having a price and associated with said first transaction (Abstract; 
[0013] through [0015]; [0020] through [0022]; [0037] through [0039]); 
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- provide said benefit at said price during said first transaction (Abstract; [0021] through 
[0024]; [0037] through [0039]); and 

- apply said benefit during a second transaction (Abstract; [0021] through [0024]; [0037] 
through [0039]; [0063]). 

As per claims 74-75, said method, system and computer readable medium, comprising: 

- computer readable means for obtaining information associated with a first transaction 
(Abstract; [0020]; [0047] through [0055]); 

- computer readable means for determining a benefit having a price and associated with 
said first transaction (Abstract; [0013] through [0015]; [0020] through [0022]; [0037] through 
[0039]); 

- computer readable means for providing said benefit at said price during said first 
transaction (Abstract; [0021] through [0024]; [0037] through [0039]); and 

- computer readable means for using said benefit during a second transaction (Abstract; 
[0021] through [0024]; [0037] through [0039]; [0063]). 

As per claims 78-79, said method, system and computer readable medium, comprising: 

- computer readable means for transmitting information relating to an initial transaction 
(Abstract; [0020]; [0047] through [0055]); 

- computer readable means for obtaining an indication of a benefit (Abstract; [0013] 
through [0015]; [0020] through [0022]; [0037] through [0039]); 

- computer readable means for obtaining an indication of a price for said benefit 
(Abstract; [0021] through [0024]; [0037] through [0039]); 
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- computer readable means for obtaining said benefit at said price (Abstract; [0021] 
through [0024]; [0037] through [0039]); and 

- computer readable means for using said benefit during a later transaction (Abstract; 
[0021] through [0024]; [0037] through [0039]; [0063]). 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 5, 10, 24-25, 34 and 39 are rejected under 35 U.S.C, 103(a) as being unpatentable 
over Williams in view of Walker et al. (US 5,970,470). 

As per claims 5, 10, 34 and 39, Williams teaches all the limitations of claims 5, 10, 34 
and 39, except imposing a penalty or reducing the benefit if a customer does not complete a 
specific future transaction. 

Walker et al. teach a method and system for establishing and managing subscription 
purchase agreements, wherein a customer's account may be assessed a penalty in the event that 
the customer does not honor the purchase terms and conditions (Abstract; column 2, line 48 
through column 3, line 6). 

It would have been obvious to one having ordinary skill in the art to modify Williams to 
include imposing a penalty if a customer does not complete a specific future transaction because 
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it would increase the profitability of the system by decreasing the losses incurred by vendors 
providing benefits for their customers. 

As per claims 24-25, Walker et al. teach said method and system, further comprising 
providing a receipt to a customer, wherein said receipt includes at least one of the following: a 
customer identifier; a benefit identifier; a group identifier; a transaction identifier; a product 
identifier; a service identifier; a payment identifier; a retailer identifier; a code indicative of said 
benefit; indicia indicative of said benefit; indicia indicative of a condition associated with said 
benefit; indicia indicative of a qualifying action associated with said benefit; a code indicative of 
said price; indicia indicative of said price; said price; said benefit; and at least part of said 
information relating to said first transaction (column 15, Une 26 through column 16, line 20). 

Claims 26-27 and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Williams in view of Mindrum et al. (US 4,723,212). 

As per claims 26-27 and 45, Williams teaches all the limitations of claims 26-27 and 45, 
except that the benefit is transferable, and wherein said benefit can be shared by a plurality of 
people. 

Mindrum et al. teach a method and apparatus for dispensing discount coupons, wherein 
said coupons are distributed to different groups of customers (Abstract; column 1, lines 25-54). 

It would have been obvious to one having ordinary skill in the art to modify Williams to 
include that the benefit is transferable and can be shared by a plurality of people because it 
would increase the profitability of the system by attracting new customers. 

Conclusion 
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The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure (see form PTO-892). 

Any inquiry concerning this communication should be directed to Igor Borissov at 
telephone number (703) 305-4649. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the Receptionist whose telephone number is (703) 308-1 113. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
Supervisor, John Weiss, can be reached at (703) 308- 2702. 

Any response to this action should be mailed to: 



Hand delivered responses should be brought to Crystal Park 5, 245 1 Crystal Drive, 
Arlington, VA, 7^ floor receptionist. 



Commissioner of Patents and Trademarks 
Washington D.C 20231 



or faxed to: 



(703) 305-7687 



[Official communications; including 
After Final communications labeled 
"Box AF"] 



JOHN G.WBSS 
SUPERVISORY PATENT EXAMirER 
TECHNOLOGY CENTER 3600 




